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Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1 9-25, in the reply filed on April 
20, 2009 is acknowledged. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 



Claim Rejections - 35 USC §102 



Claim Rejections - 35 USC §103 



1. 



Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. Claims 19-21 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over BIENSAN et al. (US 6,071,645). 

As to Claims 19-20, BIENSAN et al. discloses a nonaqueous electrolyte secondary 
battery having a cathode, anode and an electrolyte, wherein said cathode and anode comprise 
their respective active materials (col. 2, lines 65-68). BIENSAN et al. discloses a positive active 
material comprising a lithium cobaltate in which both Zr and Mg are contained wherein the 
amount of said Zr and Mg are not greater than 3 mole %, based on the total amount of the 
aforementioned elements and cobalt present in the lithium cobaltate (col. 1, lines 35-62 and col. 
2, lines 1-14). Furthermore, it is noted that claim 1 is a product-by-process claim. "Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Since BIENSAN et al.'s battery is similar to that of the Applicant's, Applicant's process is not 
given patentable weight. BIENSAN et al. does not specifically disclose wherein a Zr-containing 
compound exists in the form of particles sintered with particle surfaces of the lithium cobaltate; 
and Zr is detected in the particles of the Zr-containing compound but not detected in the lithium 
cobaltate particles. However, it is the position of the Examiner that such properties of the active 
material are inherent, given that the materials and method for producing (sintering and mixing) 
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disclosed by BIENSAN et al. and the present application have the same composition and steps. 
A reference which is silent about a claimed invention's features is inherently anticipatory of the 
missing feature is necessarily present in that which is described in the reference. Inherency is 
not established by probabilities or possibilities. In re Robertson, 49 USPQ2d 1949 (1999). 
Applicant is advised to submit other information with respect to DANSUI et al. positive active 
material, if it is shown to be patentably distinct from the instant invention. 

Alternatively, it would have been obvious to one of ordinary skill in the art to mix and 
heat-treat the materials because BIENSAN et al. teaches that an electrochemically active 
material with a high initial capacity per unit mass having stability during cycling can be achieved 
(col. 1, lines 30-34). 

As to Claim 21, BIENSAN et al. discloses wherein said materials are contained in 
substantially equimolar amounts (col. 2, lines 34-45). 

6. Claim 22 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over BIENSAN et al. 
(US 6,071,645) as applied to claims 19-22 above, and further in view of MIYASAKA (US 
5,478,674 A). 

As to Claim 22, BIENSAN et al. does not specifically disclose the specific surface area 
of the positive active material as being not greater than 1.0 m 2 /g. 

However, MIYASAKA teaches of a nonaqueous electrolyte secondary battery (Title) 
wherein the specific surface area of the active material in the positive electrode is greater than 
0.1 m 2 /g - 3 m 2 /g (col. 4, lines 18-21). This range overlaps the claimed range of not greater than 
1 .0 m 2 /g. The courts have held that a prima facie case of obviousness exists whereint eh calimed 
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ranges "overlap or lie inside ranges disclosed by the prior art. In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976). 

7. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over BIENSAN et al. 
(US 6,071,645) as applied to claims 19-21 above, and further in view of IWASAKI et al. (JP 09- 
293536). 

As to Claim 23, BIENSAN et al. does not specifically disclose a ratio in charge capacity 
of the anode to the cathode as being 1.0-1.2. 

However, IWASAKI et al. teaches of a nonaqueous electrolyte secondary battery 
(paragraph [0001]) which has a reversible capacity ratio of the negative electrode to the positive 
electrode as being 1.05 < x < 1.30 (Abstract). This range overlaps the claimed range of 1.0 - 
1 .20. At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to modify the capacity ratios of the negative electrode to the positive electrode to fall within the 
range of 1.05 to 1.30, because IWASAKI et al. teaches that heat generation and rupture are 
reduced and good cycle characteristics are obtained (Abstract). 

8. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over BIENSAN et al. 
(US 6,071,645) as applied to claims 19-21 above, and further in view of TANAKA (US 
5,487,960). 

As to Claim 24, BIENSAN et al. teaches of a solvent mixture for the electrolyte as being 
a mixture of linear carbonates and cyclic carbonates such as propylene carbonate and dimethyl 
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carbonate (col. 3, lines 14-20). BIENSAN et al. does not specifically teach the volume 
percentage of said cyclic carbonate as being 10-30%. 

However, TANAKA teaches of a nonaqueous electrolyte secondary battery (Title) 
wherein the electrolyte comprises a solvent mixture of ethylene carbonate (EC) and diethyl 
carbonate (DEC), wherein the cyclic carbonate (EC) is present in 25% of the volume of the total 
solvent mixture (pg. 6, Table 11, battery No. 073). At the time of the invention, it would have 
been obvious to one of ordinary skill in the art to modify the electrolyte solution of BIENSAN et 
al. so as to comprise ethylene carbonate in a volume content of 25% of the total volume of the 
solvents, because TANAKA teaches that the safety of the batteries can be enhanced with proper 
choice of the electrolytic solution. 

9. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over BIENSAN et al. 
(US 6,071,645) as applied to claims 19-21 above, and further in view of HIRONAKA et al. (US 
2001/0031391 Al). 

As to Claim 25, BIENSAN et al. does not specifically disclose wherein the positive 
electrode comprises a carbon material in the amount of less than 5 wt%. 

However, HIRONAKA et al. teaches of a nonaqueous electrolyte secondary battery 
having a positive electrode with a positive active material. Said electrode further comprises a 
carbon material, a binder and a conductor, wherein the carbon material does not exceed 2 wt% of 
the total positive electrode materials (pg. 5, Table 3). At the time of the invention, it would have 
been obvious to one of ordinary skill in the art to modify the electrode of BIENSAN et al. so as 
to comprise a carbon material of less than 5 wt % of the total electrode materials, because 
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HIRONAKA et al. teaches that the cycle life and power characteristics of the battery can be 
improved. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADAM A. ARCIERO whose telephone number is (571)270- 
5116. The examiner can normally be reached on Monday to Friday 8am to 5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dah-Wei Yuan can be reached on 571-272-1295. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AA 

/Dah-Wei D. Yuan/ 

Supervisory Patent Examiner, Art Unit 1795 



